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DETALED ACTION 

Claims 1-18 are pending 

Rejections of claims 1 and 15 are withdrawn in view of applicants' remarks. 
Objection of claims 2-14 and 16 is withdrawn. 

Rejection under 35 USC 102(b) of claims 1 1 , 12 and 17 is maintained and is made final. 
Rejection of claims 11-14, 17 and 18 under 35 USC 103(a) is maintained and is made 
final. 

Text of the rejections in the office action mailed on 6/1 6/06 that are maintained is 
repeated below, followed by Examiners' reply to applicants' remarks. 



Rejections 35 USC 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1 1, 12, and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Wright et al (J. Med. Chem. 2001 44 3187). On page 3188 column 2 structure 17, 
Wright teaches 2-{[N-(3-bromophenyl)glycyl]amino}benzoic acid and 2-{[N-(3,4- 
dichlorophenyl)glycyl]amino}benzoic acid which are found in the generic structure of 
claims 11, and 17 and is specifically listed in claim 12. 
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Applicants' remarks 

Applicant argues that: 1) Wright et al do not disclose the compounds being useful 
for treatment of hepatitis, 2) the compounds disclosed by Wright et al are not in a 
composition with a pharmaceutical^ acceptable carrier. 

Examiners' response 

The compounds disclosed by Wright are the same as the ones claimed by the 
applicant. On page 3192, paragraph 3 (titled step 2), lines 7-12, Wright describe a 
method of preparing compound 17. They describe that after the reaction to form 
compound 17 is complete the mixture is extracted with dichloromethane and the 
aqueous phase is treated to recover the product. The product is recovered from the 
aqueous phase. Hence, before the recovery, compound 1 7 was in water, which is a 
pharmaceutical^ acceptable carrier. 

It is well settled that the intended use of a composition or product (e.g. as a 
cosmetic composition) will not further limit claims drawn to a composition or product, so 
long as the prior art discloses the same composition comprising the same ingredients in 
an effective amount as instantly claimed. See, e.g., Ex parte Masham, 2 USPQ2d, 
1647, 

Rejection 35 USC 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
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at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 11-14, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bierer et al (US 5,741,926). 

The instant application claims pharmaceutical compositions comprising 
compounds as described by formulas of independent claims 1 1 or 17, and their 
dependent claims 12-13 and 18. 

Scope of prior art 

Bierer et al. teach a general structure of Formula III that encompasses the 
compounds included in claims 11-14, 17 and 18 of the instant application. 

Ascertaining the difference between prior art and the instant application 
Although the structure of formula III taught by Bierer et al. encompasses the 
specific compounds of the instant application, it does not specifically list the same 
compounds as are recited in claims 12-13 and claim 18. 

Obviousness 

The generic structure of formula III teaches the instant claims with sufficient 
particularity that the compounds of the instant invention would have been prima facie 
obvious. The said particularity arises from structural similarities such as the 2- 
(((phenyl)amino)acetyl)aminobenzoic acid structural core and the optional multiple 
substitutions with various halogens which are present in the specific examples provided 
by Bierer et el (see column, 1 1 line 40 - column 1 2 line 1 6). 
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Applicants' remarks 

Applicant argues that 

1 ) US Patent 5,741 ,926 ('926) does not teach the compound of instant 
invention and that the compound disclosed in '926 does not have important feature of 
having a COOH, COOCH 3 or 5-tetrazolyl group at the orthro position of the benzene 
ring. 

2) '926 does not teach or suggest that the disclosed compounds are 
. potent inhibitors of HCV polymerase or possess any anti-hepatitis activity. 

Examiners' response 
In column 11, line 43, '926 disclose compound (AC). Applicant has described the 
substitution at the ortho position as an important structural feature of the instantly 
claimed compounds. Compound (AC) has the COOH functionality in the ortho position. 
Although applicant there should be additional substituents at the 4 or 5 positions, claims 
1 1 and 17 have identified H as being a possible identity of substituents G, Gi and G 2 . 
Compound (AC) meets that limitation as well. In addition, the examples provided in 
applicants' remarks display activity for inhibition of CHV polymerase and do not have a 
substituent other than H in the 4 or 5 position. The compounds described in '926 are 
also described as pharmaceutical compositions (column 12, lines 23-28). The intended 
use of a composition does not further limit the composition. 



Allowable subject matter 
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Claims 1-10 and 15-16 are allowed. The closest, already sited in this office 
action teaches the compounds of the instant invention. However, the art does not teach 
or suggest a method of treating hepatitis C by administering the said compounds. 
There is no suggestion that would motivate one of ordinary skill in the art to administer 
the compounds of '926 or of Wright et al. in order to treat HVC. 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Claims 1-10 and 15-16 are allowed. 
Claims 11-14 and 17-18 are rejected. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman Page can be reached on 571-272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Yevgeny Valenrod 
Patent Examiner 
Technology Center 1600 




Supervisory Patent Examiner 
Technology Center 1600 



